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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 



MONTH(S) FROM 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. 5 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) □ Responsive to communication(s) filed on • 



2a) □ This action is FINAL. 



2b) K This action is non-final. 



3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice un6ex Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 11-16 



4a) Of the above, claim(s) 
5)0 Claim(s) 



Is/are pending In the application, 
is/are withdrawn from consideration. 



eiK Claim(s) 11-16 

?)□ Claim(s) 

8)D Claims 



is/are allowed, 
is/are rejected, 
is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 
9)n The specification is objected to by the Examiner. 



is/are objected to by the Examiner. 

is: ajD approved blD disapproved. 



10)0 The drawing(s) filed on 

1 1 )□ The proposed drawing correction filed on 
12)0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

ISjD Acknowledgement Is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 
ajD All bjD Some* clD None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 

*See the attached detailed Office action for a list of the certified copies not received. 
14)n Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 



Attachment(s) 

1 5) □ Notice of References Cited (PTO-8921 

1 6) O Notice of Draftsperson's Patent Drawing Review {PTO-948} 

17) ^ Information Disclosure Statement(s) (PTO-144.9) Paper No(s). 



18) n Interview Sunrvnary (PTO-4131 Paper No(s), 

1 9} O Notice of Informal Patent Application (PTO-1 52) 
20)0 Other 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 9-00) 



Office Action Summary 



Part of Paper No. 4 
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Since only claims 23-39 are in the application, they have been renumbered claims 1-16. 
Claims 1-10(23-33) have been canceled. 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claim 1 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Schramm et al. ' 101 . 
Schramm et al. '101 teach a biopsy instrument as claimed by applicant including an outer hollow 
cannula propelled by a first spring and an inner member for cutting tissue propelled by a second 
spring, wherein the hollow cannula and inner member act to sample tissue. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinaiy skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 12, 14 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schramm et al. '101 in view of Springer. Springer teaches a biopsy instrument having an inner 
member with it's distal end in the shape of an alligator tip with a pair of hinged jaws. It would 
have been obvious to one of ordinary skill in the art, in view of Springer, to use such an alligator 
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tip at the distal end of the inner member of Schramm et al. ' 101 to grasp and cut the tissue. The 
method of extracting a tissue sample would have been obvious in view of the combination above. 

5. Claims 13, 14 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schramm et al. '101 in view of Reznick et al. Reznick et al teach a biopsy instrument having an 
inner member with it's distal end in the shape of a plurality of hooked extractors. It would have 
been obvious to one of ordinary skill in the art, in view of Reznick et al., to use such a plurality of 
hooked extractors at the distal end of the inner member of Schranmi et al. to grasp and cut the 
tissue. 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

7. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Mr, Hindenburg whose telephone number is (703)308-3 130 

MH 



October 12, 2001 




Primary Examiner 
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Attachment for PTO-948 (Rev. 03/01, or earlier) 

6/18/01 

The below text replaces the pre-printed text under the heading, 
'information on How to Effect Drawing Changes," on the back 
of the PTO-948 (Rev. 03/01, or earlier) form. 

liNFORMATION ON HOW TO EFFECT DRAWING ( HANGES 



I. Correction of Inrormalities - 37 CFR 1.85 

New corrected drauinus must be tiled with the chanues incorporated iherein 
Ideniifying indicia, if provided, should include the iiile ot the m voniion. 
inventor'* name, and application number, or docket number (if am ) if an 
application number has not been assigned to the application If this mrbrmaiion is 
provided, it must be placed on the front of each sheet and centered within the top 
margin If corrected drawings are required in a Notice of Allou.intlit\ (PKJl - 
37), the new drawings MUST be filed within the THREE MONTH shonened 
statutory period set for reply in the Notice of Allowabilitv f-xtonsions of time 
may NOT be obtained under the provisions of 37 CFR I \Mma\ or ib) for tilmu 
the corrected drawings after the mailmg of a Notice of Allouabiliis The 
drawings should be filed as a separate paper \K\ih a transmittal loiior addressed lo 
theOtTicial Drartsperson 

2. Corrections other than Informalities Noted bv Draftsperson on form PTO- 
948. 

All changes to the drawings, other than mtbrmalities noted In ihc Drattsperson 
MI ST be made m the same manner as above except that. luuniaiK a highlighted 
(preferabK red ink) >ketch of the chanties to be mcoiporaico jh-- Ik- tK-\^ 
drawings MI ST be approved b\ ilie examiner hotore ihe appi-..:: vMi uill be 
allowed No chan5jc> w ill be pernuiied to he made vMher'h.i'' . • v^iu mi .^f 
intormaliiies unless the examiner i^a^ approx cd the [>i»i[v^nc\: . * ; • .c^ 

Timing of C orrections 

Applicant IS required to siihniii the drawing concciioiiN w iihin the 
tiiuc period set ni the attached Office coiniminicat iiMi See L \ R 
I SNai 

|-ailure lake eoneeiiv e aeiuMi \\ itinn the ^oi perit\l w ill leMili in 
ABANDOWIK.N r ot the appheatu)!) 



(JO (I I ()| 



